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CRYSTALLINE CONDUCTING 
POLYMERS AND PRECURSORS 
THEREOF 

The Honorable Assistant Commissioner of Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

PRE- APPEAL BRIEF REQUEST FOR REVIEW 

Applicant is filing this Pre-Appeal based upon the fact that the rejections of record are clearly not 

proper and are without basis. 
FACTS 

The present invention is a method to fabricate electrically conducting polymer precursors and 
electrically conducting polymers in which the degree of crystalline regions and the degree of 
amorphous regions is adjustable. The method forms an admixture of a solvent, an additive and 
the polymers noted above. The solvent and the additive are not the same and the solvent is 
removed or partly removed and the additive provides an antiplasticization effect. 
Claim 1 is essentially the broadest claim and reads as follows: 
1 . A method comprising forming an admixture of 
a solvent, 

an additive, said solvent being different from said additive and 

a polymer selected from the group consisting of a precursor to an electrically conductive polymer and an 
electrically conductive polymer, 

said precursor to said electrically conductive polymer being made electrically conductive by means of a 
doping reaction; 

said polymer being soluble in said solvent, 
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said polymer not being substantially soluble in said additive in the absence of said solvent; 

said additive provides local mobility to said polymer to allow regions of said polymer to associate with one 

another to achieve a crystalline state; and 

removing or partly removing said solvent, substantially leaving said additive therein as remaining additive, 
said remaining additive provides local mobility to said polymer to achieve said crystalline state thereby 
comprising a polycrystalline material, said polycrystalline material is characterized by a degree of 
crystallinity regions and 

a degree of amorpho js regions, said degree of crystallinity regions and said degree of amorphous regions 
are selected by selecting the composition of said additive, and the amount of said additive; 
forming a film from said admixture, said film possessing isotropic conductivity. 

In the course of the prosecution of the instant application, to summarize, the Examiner rejected 
claims under 35 U.S.C. §102(b) as anticipated by or in the alternative 35 U.S.C. §103(a) as 
obvious over patents to Han, Cao, Ikkala and Elsenbaumer. 
APPLICANT'S CONTENTION 

The Examiner has rejected the claims using 35 U.S.C. § 102(b) and/or § 103(a). 

For the claim(s) to be anticipated under § 102 of the statute, each and every element found in 

Applicant's claims must be disclosed. The Examiner, in the many Official Actions issued in this 

case, has not applied the disclosure of the references to the elements claimed that would justify 

a valid anticipation rejection. Without the specific detailed application of the disclosure to the 

claim elements, Applicant is unable to provide a meritorious response which addresses the 

issues. 

In his application of the references with respect to "obviousness, the Examiner relies inter alia 
upon "inherency." Applicant respectfully submits that it is improper to be rejecting a claim 
under 35 U.S.C. § 103(a) based upon "inherency" such as the Examiner has consistently done in 
his rejections in this case. 

The Court of Appeals for the Federal Circuit has clearly stated the standard which applies to the 

examination of applications for Letters Patent in holding: 

"[A ] retrospective view of inherency is not a substitute for some teaching or suggestion 
which supports the selection and use of tthe various elements in the particular claimed 
combination."^ re Newell, 897 F.2d 899 13 USPQ2d 1056 (Fed. Ch\ 1990). 
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The Examiner asserts that the cited art shows treatment of conducting polymers by plasticizers or 
solvents. The Examiner points to no teaching in these references to support the rejection based 
upon the substantive content of the claim. There is no teaching of isotropic electrical conductivity 
in these references, and the materials of these references are not made in the same fashion as 
applicants' materials. There is no suggestion in these references that the composition possesses 
isotropic electrical conductivity. 

The Examiner has consistently taken the position that the disclosures of the references inherently 
meet the language of the claims. These rejections generally are based upon taking the reference 
to the limit of what it discloses, and via an unwarranted assumption, extrapolating the teaching to 
include what applicant has disclosed. 

In the April 24, 2006 Official Action, the Examiner states that "Applicant failed to show how to 

achieve a polymer having amorphous and crystalline region from a conjugated dtene forming an 

elastomer and a rubber, (sic) The specification does not show the instantly claimed method." 

This is the assertion that the Examiner has made throughout the prosecution of this application. As noted 

below, Applicant has supported the limitations found in Claim 1 as to the crystalline and 

amorphous regions by referring to sections in the instant specification. 

As noted above in Claim 1, Applicant states inter aha: 

"...removing or partly removing said solvent, substantially leaving said additive therein as 
remaining additive, said remaining additive provides local mobility to said conjugated polymer to 
achieve said crystalline state thereby comprising a polycrystailine material, said polycrystalline 
materia! is characterized by a degree of crystallinity regions and 

a degree of amorphous regions, said degree of crystallinity regions and said degree of amorphous 
regions are selected by selecting the composition of said additive, and the amount of said 
additive; 

forming a film from said admixture, said film possessing isotropic conductivity. 
Attention is directed to the specification at pagel2, line 1 8 throughlS line 13, copies of which 
were attached to the concurrently filed amendment as Exhibit A, which provides detailed support 
for the excerpt of claim 1 cited above. This disclosure is the foundation for establishing that the 
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present invention claims subject matter which is different in kind rather than degree from the 
prior art cited. See also Figs 6 and 1 1 . 

There is no disclosure in any of the references cited which meets each and every element of the 
excerpt of Claim 1 as set Forth above; and, the assertion of inherency is improper with respect to 
an "obviousness" rejection. 

As stated above, there is no teaching of, suggestion for or motivation for Applicants 1 

invention as now claimed and thus there is no showing of prima facie obviousness. There is no 

proper rejection in the record based upon inherency, and inherency can not support 

an obviousness rejection, since what is inherent in a reference is not taught by the reference. 

The Examiner has rejected the claims using the Elsenbaumer reference which does not full 
meet the statutory requirements for anticipation or obviousness. In order to complete the 
rejection he concludes the rejection with the comments '"Also doping of the amorphous 
polyaniline film with aqueous hydrochloric acid for any other dopant) would not change the 
morphology of solid film. Such method is different from the method taught by Elsenbaumer 
solution process, which would inherently yield the instant properties " 

In the statements made by the Examiner, he has sua sponte added information not taught in 
Elsenbaumer, but which is taught by applicants, i.e., the use of a solvent In discussing the 
Elsenbaumer patent he has stated: 

"Rejection is maintained for reason of record. The examiner repeats the following: the instant 
figure 5(a) is based upon polyaniline processed with NMP. There is no description whether the 
oxidizing dopant used in Elsenbaumer is utilized or not for said figure 5(a), and thus applicants' 
assertion the polyaniline film of Elsenbaumer is amorphous has no probative value. Also doping 
of the amorphous polyaniline film with aqueous hydrochloric acid (or with any other dopant) would 
not change the morphology of the solid film. Such method is different from the method taught by 
Elsenbaumer, solution process which would inherently yield the Instant properties, and applicant 
failed to Show Otherwise," Emphasis added. 

As noted above, it is improper to reject the claims as now amended in view of Elsenbaumer using 
an "inherency" assertion under 35 U.S.C. § 103(a) 

For the Examiner to properly make the assertions that he has on the record with respect to 
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rejecting the Applicants' claims over Cao, Han, Dckala and Elsenbaumer, he must produce 
specific support for his assertions as to patentability or an Affidavit as provided for under 
37 C.F.R. 104(d)(2) for the Examiner to qualify himself as an expert to make these statements. 
See, for example the excerpt cited above in which the Examiner comments on the "morphology 
of the solid film." 
ACTION REQUESTED 

1 . Provide a detailed rejection of the claims pointing out the location at which each 
the alleged anticipatory references discloses the element in Applicant's claims. 

2. Eliminate all reference to "inherency" as the basis for a 103(a) rejection. 

3 . Insure that the Examiner comply with the Federal Circuit holding that the Patent Office bears the 
burden of establishing obviousness. It held this burden can only be satisfied by showing some 
objective teaching in the prior art or that knowledge generally available to one of ordinary skill in 
the art would lead that individual to combine the relevant teachings of the reference. 

Obviousness is tested by "what the combined teachings of the references would 
have suggested to those of ordinary skill in the art." In re Keller. 642 F.2d 413, 425, 
208 USPQ 871, 881 (CCPA 1981). But it "cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching 
or suggestion supporting the combination." ACS Hosp. Svs.. 221 USPQ at 933. 
Pursuant to the provisions of the Pre-Appeal Brief program, Applicant hereby declares that a 
Notice of Appeal has been filed concurrently with the submission of this brief. Any fees due on this 
matter should be charged to Deposit Account 50-0510. 



Respectfully submitted, 




Reg. No. 20,816 
26 Rockledge Lane 
New Milford, CT 06776 



I • hereby certify that this paper is being mailed via the United States Postal 
Service on the date indicated below addressed to The Commissioner of Patents £ 
Trademarks, Post Office Box 1450- Alexandria, VA 22313-1450 




Date: July 24, 2006 
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rejecting the Applicants' claims over Cao, Han, Ikkala and Elsenbaumer, he must produce 
specific support for his assertions as to patentability or an Affidavit as provided for under 
37 C.F.R. 104(d)(2) for the Examiner to qualify himself as an expert to make these statements. 
See, for example the excerpt cited above in which the Examiner comments on the "morphology 
of the solid film." 
ACTION REQUESTED 

1. Provide a detailed rejection of the claims pointing out the location at which each 
the alleged anticipatory references discloses the element in Applicant's claims. 

2. Eliminate all reference to "inherency" as the basis for a 103(a) rejection. 

3. Insure that the Examiner comply with the Federal Circuit holding that the Patent Office bears the 
burden of establishing obviousness. It held this burden can only be satisfied by showing some 
objective teaching in the prior art or that knowledge generally available to one of ordinary skill in 
the art would lead that individual to combine the relevant teachings of the reference. 

Obviousness is tested by "what the combined teachings of the references would 
have suggested to those of ordinary skill in the art." In re Keller, 642 F.2d 413, 425, 
208 USPQ 871, 881 (CCPA 1981). But it "cannot be established by combining the 
teachings of the prior art to produce the claimed invention, absent some teaching 
or suggestion supporting the combination." ACS Hosp. Svs.. 221 USPQ at 933. 
Pursuant to the provisions of the Pre-Appeal Brief program, Applicant hereby declares that a 
Notice of Appeal has been filed concurrently with the submission of this brief. Any fees due on this 
matter should be charged to Deposit Account 50-0510. 



I hereby certify that this paper is being telefaxed to ( 571) 273-8300 on the date 
indicated below addressed to The Commissioner of Patents & Trademarks, Post 
Office Box 14 50. Alexandria, VA 22313-14 5C 
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